tion coest,iin-additiontd the: damages recoverable.-:A5 passathat Does Retent Lhaw Have D&Mt Me?
howeverthétawicentemplates that whem Milginia-businesses
receive a demand letter issued in bad faith, the Attorney Gen- In this current environment, chances are high«that you or

eral’'s o ce will be contacted to investifate General As- your rm will have a client who receives a demand @fter. Of-
sembly budgeted $143,179 annually over the next two yeatsn, these letters do not provide the patent numhercat issue
to enforce the lat. or identify the owners/assignees. e letters oftenl gumply de-

Certain members of the judiciary believe that patent refornscribe the patent, but do not compare the claimsjintthe pat-
should be left to the courts, not the legislators. In a speeadnt to your client’s products. ese letters typicallyjkovide
delivered to the Bench Bar Conference in the Eastern Distric requested response date, and perhaps referencea licensiny
of Texas, a patent hotbed, Judge Randall Rader, chief judd@ee, closing with a not-so-subtle threat of litigation::la some
of the federal circuit, stated, “[N]Jow the main purpose of mycases, the patent assignee attempts a comparis@ntof the pat:
address today is to suggest that our patent law con dence cent’s claims with the accused product. In this caseythe send-
sis and litigation abuse are related in another way, they shaemay enclose a claim chart purporting to suppostrits claims
the same preferred remedy, namely JUDICIAL CORREC-analysis compiled with information concerning the<dccused
TION.” 10 Generally speaking, courts have been responsiyeroduct from publicly available sources. When leitets arrive
to litigation abuse by patent trolls by enforcing the one thingwith this type of detail, before calling upon the patent gurus,
they can statutorily control: the award of attorneys’ fees angrint the patent atissue, roll up your sleeves and strap on your
costsl e U.S. Supreme Court last year @ctane Fitness, thinking cap.

LLC v. ICON Health & Fitness, |ratari ed that the fee shift-

ing in “exceptional cases” in patent litigation was not subjedtow to Advise Your Clients on an Appropriate Response

to a “rigid and mechanical formulation” and did not require to Demand Letters

a nding by clear and convincing evidence of misconduct or

baselessné8sinstead, using a preponderance of evidence e manner of response depends largely ondheldetall
standard, “an exceptional case [is] simply one that stands optovided in the demand. If the demand letter cantains no
from the others with respect to the substantive strength of themformation on the patent at issue, the best practice is not
party’s litigating position (considering both the governing lawto ignore the letter, but to research the senderigyidentity.
and the facts of the case) or the unreasonable manner in whi@eneral Google and LEXIS searches will provideian initial
the case was litigatédCourts are more likely to shift fees or impression of corporate and litigation history. lisinforma-
award costs where there is evidence of a patent troll ptainti . tion concerning the sender is widely availablelanrd there




is a litigation history to speak of, a deep-pocketed patent
troll who is not likely to go away quietly may be running
the show. This is particularly true if the sender has success-
fully litigated patent suits. If, however, there is no informa-
tion available on the sender, consider a response that serves
two purposes: first, to direct all future correspondence to
counsel; and, second, to request identification of the patent
at issue and a claims analysis of the alleged infringement.
Further, consider contacting the Attorney General’s Office
when dealing with a demand letter that lacks identification
of the patent or any attempt to conduct a claims analysis.
Early contact with the Attorney General’s Office may prove
beneficial if the sender pursues litigation.

The more difficult strategic call occurs when the demand
letter identifies the patent at issue and includes claims de-
tail. Researching the sender’s identity remains the first step.
The second step is to closely review the patent, particularly
the claims and claim limitations, and compare that informa-
tion with the client’s products. The question then becomes
whether there are defenses to validity of the underlying pat-
ent or facts that suggest non-infringement by the client.

An invalidity defense asserts that the patent at issue
should never have been granted because the product does
not meet the requirements of patentability. A timely argu-
ment concerning patent validity is derived from the U.S.
Supreme Court’s recent decision in Alice Corp. v. CLS Bank
International, in which the court held that an abstract idea,
in that case the exchange of payment by two parties through
a third-party intermediary, is not patentable simply because
it uses computer software as a conduit.!> This holding can
have vast implications for many software-related patents. An
assertion of non-infringement, on the other hand, assumes
the validity of the patent, but establishes factual differences
between a client’s product or service and the patented prod-
uct. An initial analysis of infringement is best performed
by comparing the claims in the patent, and particularly the
claim limitations, which are nothing more than the charac-
teristics of the patent identified in the body of the claim. If
the client’s product does not possess one or more of those
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characteristics, a non-infringement defense exists. In addi-
tion to directing all contact to counsel and requesting any
additional information required, a response letter should
concisely set forth available defenses and expressly decline
the offer of a licensing arrangement. If confident that litiga-
tion is imminent and defenses are solid, other options in-
clude filing a declaratory action in a venue of your choice or
bringing a proceeding challenging validity before the U.S.
Patent and Trademark Office. While such offensive action
may be a good time to place a “true” patent attorney on

speed dial, that is a subject for a different day. l
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